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Opi nion by Drost, Adm nistrative Tradenmark Judge:

On July 2, 1999, the Wlliam O Neill Foundati on?
(applicant) applied to register the mark EQOP, in typed
form on the Principal Register for goods and services

originally identified as:

! Applicant’s current attorney was not the attorney who filed the
brief in this case.

2 Applicant has identified itself as the Wlliam O Neil
Foundation in its application. In other papers filed

sinmul taneously with the application, it is identified as the
WlliamW O Neill Foundation
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Ent ertai nment services and production services of al
types, towels, paper and toiletry products,
chrononeters, CDROMs, light fixtures of all types,
sungl asses, sports equi pnent and accessories,

ani mation, stationery products, jewelry of all types,

stuffed toys and toys, advertising services of al

types, unbrellas, wall and floor coverings of al

types, and the like in International dass 42.3

The exami ning attorney® has refused to register
applicant’s mark until applicant clarifies the
identification of its goods and services and pays the fee
for any additional classes of goods and services. 15
U S C 88 1051(b)(2) and 1112 and 37 CFR § 2.86(a)(2).

In the first Ofice action, the exanm ning attorney
advi sed applicant that the identification of the goods and
services was indefinite and that the goods and services
were classified in nore than one class. Applicant
responded that its “Statenent of Goods is appropriate.”
Response dated April 3, 2000. After the exam ning attorney
made the requirenent for a clarification of the

identification of the goods and services final, applicant

filed a notice of appeal.

% Serial No. 75742677. The application is based on an allegation
of a bona fide intention to use the mark in commerce. This
application was, for a tine, apparently consolidated with Seri al
No. 75742425. However, O fice records indicate that the *'425
application is still in the exam ning operation.

* The current examining attorney was not the original exam ning
attorney in this case.
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On Cct ober 15, 2001, applicant filed an appeal brief and
an anmendnent to the identification of goods and services.
Applicant's entire appeal brief is set out bel ow

In Paper No. 1, the Exami ning Attorney requests that

t he Applicant anend the Statenent of Goods to use the
common commerci al nanes for the goods. However, "when
a mark is used on a nunber of itens which nake up a
honbgenous group, a termwhich identifies the group as
a whol e woul d be understood as enconpassi ng products
of the sanme general type which are commercially
related.” TMEP 804.03. "ENTERTAI NVENT SERVI CES and
PRODUCTI ON SERVI CES" are understood as identifying a
particul ar group of goods. Furthernore, "toiletry

products” identifies a particular group of goods. In
fact, the Exam ning Attorney admts this in Paper No.
2.

Accordingly, Applicant's Recitation is appropriate.
Therefore, Applicant respectfully requests that the
Exam ning Attorney’s refusal be reversed.

Applicant’s proposed anended identification of goods
and services, submtted sinmultaneously with its appeal
brief, including possible International C asses, is also
set out:

Conputer and nultinmedi a software, nanmely CD-ROMs and
Di skettes [International O ass 9];

Jewel ry, nanely earrings, neckl aces, pendants,
bracel ets, watches, and the like [International
Cl ass 14];

Stationery products, nanely |etterhead, envel opes,
busi ness cards, brochures, posters, bulletins,
stickers, and brochures [International C ass 16];

Sports equi pnent and accessories, nanely, baseballs,
golf balls, golf tees, golf club covers, footballs,
Frisbees [sic], basketballs, towels, jerseys, T-
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shirts, sweatshirts, sunglasses, unbrellas, toys and
the like [International C ass 28];

Advertising services, nanely, providing adverti sing
for newspapers, magazi nes, internet services,
including web sites [International O ass 35);

Ent ertai nment services, nanely theatrica
productions, nusical productions, audio and visual
recordings, television and fil m productions,

I nternet, artwork, animation; and production

servi ces, nanely docunentaries, comercials, and
radio in International C ass 41.

Applicant’s anmendnment did not include any fees for the
addi tional classes set out in its proposed anendnent.

In view of the proposed anendnent, the application was
remanded to the exam ning attorney on Septenber 5, 2002.
The exam ning attorney and applicant exchanged
comuni cations and applicant, on Decenber 26, 2002,
proposed the followi ng identification of goods and
servi ces:

Sungl asses, conputer and multinedia software, nanely,
fixed nedia featuring theatrical performances, nusical
per formances, television programs, notion picture
films, audio and video recordings, anination,
docunentaries, commercials, and radio entertai nment in
I nternational Cass 9;

Stationery products, nanely |etterhead, envel opes,
busi ness cards, posters, stickers, bulletins and
brochures featuring entertainnent services nanely,
production of theatrical and nusical performances,
tel evision prograns, notion picture filns, audio and
vi deo recordi ngs, ani mation, docunentaries,
commercials, and radio entertainment in International
Cl ass 16;
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Sports equi prent and accessories, nanely, baseballs,
golf balls, golf tees, golf club covers, footballs,
flying saucer toys, basketballs, jerseys, T-shirts,
and sweatshirts in International Cass 28;

Advertising services, nanely, the preparation and
di ssem nation of advertising matter via newspapers,
magazi nes, and Internet web sites in International
Cl ass 35; and

Ent ertai nnent services, nanely, theatrical and nusi cal
per formances, television programs[,] notion picture
films, audio and video recordings, anination,
docunentaries, radio entertai nment, Internet web
sites, comercials and museuns in International C ass
41.

The exam ning attorney pointed out several problens

with the proposed identification of goods and servi ces.

When these issues could not be resolved, the exam ning

attorney, on February 24, 2003, denied applicant’s request

for

reconsi deration. In the denial, the exam ning attorney

agai n suggested additional changes to clarify the

identification of goods and services. |In addition, the

exam ning attorney pointed out that applicant had only paid

the fee for a single class and advi sed applicant that it

must subnmit a fee for each international class for which it

sought registration.

Applicant did not file a supplenental brief in

response to the denial of its request for reconsideration

and the exanining attorney submitted her appeal brief.>

> Applicant has not filed a reply brief.
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The exam ning attorney rai ses several objections to
applicant’s proposed identification of goods and servi ces.
First, the examning attorney argues that “fixed nedia” is
indefinite for Class 9 goods and the subject matter of the
goods is not specified. Second, concerning the Cass 16
goods, the exam ning attorney objects to the | anguage
“bul l etins and brochures” as indefinite because the subject
matter or field of the goods is not specified. 1In
addition, she required clarification of the use of the
goods. Third, the goods in Class 28 include “jerseys, T-
shirts, and sweatshirts,” which are actually classified in
Class 25. Fourth, concerning the services in Class 41, the
exam ning attorney argues that the “exact nature of the
services is unclear.” Brief at 7. The exam ning attorney
has accepted the amendnent to the services in Cass 35.
Id.

We start by noting that applicant has identified goods
and services in nore than one class. A fee for each class
is required. 15 U. S.C. 8§ 1112 (“[I]f the Director by
regul ation permts the fling of an application for the
registration of a mark for goods or services which fal
within a plurality of classes, a fee equaling the sum of
the fees for filing an application in each class shall be

paid”). The Director has established such a system 37
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CFR 8 2.86. Applicant has paid the fee for only one cl ass.
See Denial of Request for Reconsideration, attachnment.
Therefore, even if applicant’s identification of goods and
services is acceptable, it has not met this requirenment and
the exam ning attorney’s refusal to register for
applicant’s failure to conply with this requirenent is
affirmed.°

Next, we |look at the requirenents for applicant to
clarify its second anmended identification of goods and
services, which are the goods and services di scussed by the

exam ning attorney in her brief.” W start with the goods

® W note that applicant’s original and first and second amended
identifications of goods and services include goods and services
in nore than one class. These goods and services were classified
in classes, inter alia, 9, 28, 35, and 41. Therefore, the

exam ning attorney properly refused to accept these
identifications of goods and services w thout the paynent of the
appropriate fee for each class even if the identifications of
goods and servi ces were acceptabl e.

" The examining attorney considers the followi ng identification
of goods to be the identification of record because she advi sed
applicant that “the applicant may not anend to include any goods
or services that are not within the scope of goods or services
set forth in the present identification.” Denial of Request for
Reconsi deration at 3. W note that:

If the applicant proposes an anendnment to the
identification of goods and services, and the exam ni ng
attorney determ nes that the anendnent is unacceptable, the
exam ning attorney should refer to the identification of
goods before the proposed anendnent to determ ne whet her
any |l ater anendnent is within the scope of the
identification. In such a case, the applicant is not bound
by the scope of the |anguage in the proposed anendnent but,
rather, by the | anguage of the identification before the

pr oposed anendnent .
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in Cass 9. Applicant’s identification of these goods

i ncludes the words “fixed nedia,” which the exam ning
attorney has held to be indefinite. Applicant has not
responded specifically to this requirenment, or any of the
proposed identification of goods or services requirenents.
We note that our own review of conputer dictionaries does
not indicate that “fixed nedia” is a termof art in the
trade.® The objectionable portion of the Oass 9 goods is
apparently “conputer and nultinedia software, nanely, fixed
medi a featuring theatrical perfornmances, nusical
performances, television prograns, notion picture filns,
audi o and vi deo recordi ngs, ani mation, docunentaries,

commercials and radio entertainnment.” |In addition, we

If the applicant submts an anendnent to the identification
of goods and services and the exam ning attorney determ nes
that it is unacceptable, in whole or in part, the exam ning
attorney shoul d advise the applicant of the itemor itens
that are unacceptable. The exam ning attorney should al so
advi se the applicant that the previous itens listed in the
existing identification (not the unacceptabl e substitute)
remai n operative for purposes of future anendnent.

TVEP § 1402.07(d) (3" ed. 2003).

I nasnmuch as all the proposed identifications of goods and
services are not acceptable, we will consider the second
identification of goods, which is the |least indefinite. However,
we will also discuss the original identification of goods and
servi ces.

8 Webster’s New World Dictionary of Conputer Terns (2000) and

M crosoft Conputer Dictionary (5" Ed. 2002). W take judicia
notice of the lack of definitions in these dictionaries.

Uni versity of Notre Danme du Lac v. J.C. Gournet Food Inports Co.,
213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505
(Fed. Gr. 1983).
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agree that applicant nmust indicate the field or subject
matter of the television prograns, notion picture filns,
audi o and vi deo recordi ngs, aninmation, docunentaries, and
radio entertainment to nake the identification of goods
definite. These terns do not explain what is on the
mul ti media fixed nmedia. These goods need to be further
clarified to prevent an overly broad identification of
goods that would nake it difficult to determ ne likelihood
of confusion issues.

Regardi ng the goods in Cass 16, we agree that the
identification of goods is indefinite. Bulletins and
brochures are not goods in trade if they are sinply
advertising for applicant’s goods and services.® Inre

Douglas Aircraft Co., Inc., 123 USPQ 271, 271 (TTAB 1959)

(This material [panmphlets, booklets, brochures, bulletins,
and | etterheads] serves only to advertise, explain, and
publicize the goods in which applicant deals; and as such
do not constitute ‘goods’ of applicant”). The exam ning
attorney’s requirenent to clarify the nature of use of

t hese goods is appropriate.

° I ndeed, the sane would apply to |etterhead, envel opes, business
cards, posters, and stickers if they are used to advertise or
pronote applicant’s other goods and services.
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Regardi ng the goods in Class 28, “jerseys, T-shirts,
and sweatshirts” are clearly in Cass 25, and the exam ning
attorney had properly required applicant either to delete
t hose goods or add another class and fee. TMEP
§ 1401.02(a) (O ass 25).

The services in Class 41 are “Entertai nnent services,
nanely, theatrical and nusical performances, television
prograns, notion picture filnms, audio and video recordings,
ani mation, docunentaries, radio entertainnent, |Internet web
sites, comercials and nuseuns.” The exam ni ng attorney
correctly points out that television prograns coul d incl ude
broadcasting tel evision progranms and producing tel evision
progranms, which are classified in classes 38 and 41
respectively. Thus, this part of the identification of
services is indefinite. Al so, the term*®“Internet web
sites” is indefinite because providing information via the
Internet is classified by the service-rel ated subject
matter. Therefore, applicant’s second proposed
identification of goods and services is indefinite.

We also briefly address applicant’s original
identification of goods and services.

Entertai nnent services and production services of al

types, towels, paper and toiletry products,

chrononeters, CD ROMs, light fixtures of all types,

sungl asses, sports equi pnent and accessori es,
ani mati on, stationery products, jewelry of all types,

10
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stuffed toys and toys, advertising services of al

types, unbrellas, wall and floor coverings of al

types, and the like in International C ass 42.

As we discussed previously, this identification of
goods is not acceptable for the sinple fact that it
contai ns goods and services in nore than one class and
applicant has only paid a fee for one class. Applicant
argues that “*entertainnment services’ and ‘production
services’ are understood as identifying a particular group
of goods.” Applicant’s Brief at 2, citing, TMEP 804.03
(now TMEP 1403.02 (3'% ed. 2003). However, applicant has
not provided any evidence of use or even of how it intends
to use the mark. Therefore, applicant has not provi ded any
reason to deviate fromthe requirenent that the
“identification of goods or services nmust be specific,
definite, clear, accurate and concise.” TMEP 1402.01 (3'°

ed. 2003); In re Port Huron Sul phite & Paper Co., 120 USPQ

343 (TTAB 1959) (“Paper other than board papers” approved
because of evidence of actual use on various types of
paper).

| nasnmuch as the original identification of goods and
services includes such indefinite itenms as “entertai nnent
servi ces and production services of all types, sports
equi pnent and accessories, toys, and toiletry products,”

the exam ning attorney properly required applicant to

11
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clarify the goods and services. See In re Air Products &

Chemi cals, Inc., 192 USPQ 84, 85 (TTAB 1976), recon.

deni ed, 192 USPQ 157 (TTAB 1976) (“It is common know edge
that "catal ysts" enconpass a w de range of products and
that there are catalysts which are used for a large variety
of catalytic and chem cal processes. Thus, the present
identification could conceivably include a | arge nunber of
catal ysts which applicant does not manufacture. Under such
circunstances, to allow applicant to register its mark for

so broad an identification of goods would give it a scope

of protection to which it is not entitled”).

We add that applicant’s use of the phrase “and the
like” also renders the original identification of goods and
services indefinite.

The identification should state common nanes for goods

or services, be as conplete and specific as possible

and avoid indefinite words and phrases. The terns ...

“and the like” ...and other indefinite terns and

phrases are al nbst al ways unaccept abl e.

TMEP § 1402.03(a).

Appl i cant has not shown any circunstances to
denonstrate why this ordinarily indefinite termwould be
acceptable in its case.

Therefore, we affirmthe exam ning attorney’s

requirement for a clarification of the origina

identification of goods and services. For the sake of

12
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conpl et eness, we have di scussed applicant’s second proposed
anmended identification of goods and services, and we agree
that this identification is also indefinite. W also
affirmthe requirenent that applicant is not entitled to
registration of its mark even if the identification of
goods and services is definite because applicant has not
paid the required fees for the additional classes.°

Decision: The refusal to register is affirnmed.

1 As we have now decided this appeal, we advise applicant of the
provision of 37 CFR 8§ 2.142(g): “An application which has been
consi dered and deci ded on appeal will not be reopened except for
the entry of a disclainer under 8 6 of the Act of 1946 or upon
order of the Director, but a petition to the Director to reopen
an application will be considered only upon a show ng of
sufficient cause for consideration of any matter not already

adj udi cated.” See also 37 CFR § 2. 144; Trademark Trial and
Appeal Board Manual of Procedure § 1218 (2d ed. 2003).
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